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DETAILED ACTION 

• Applicant's election with traverse of Group-I, Claims 1-88 in the reply filed on 07/24/2008 is 
acknowledged. The traversal is on the ground(s) that the examination of all the claims is not 
believed to create undue burden on the USPTO and that the subject matter among the groups 
is not independent and distinct by statue.. This is not found persuasive because Applicants 
argument is noted, but fails to provide any documentation other than alleged argument. 
Applicants fail to show the process can not be used to make other distinctly different 
products as argued in the last office action mailed 06/24/2008. 

■ Claims 89-102 withdrawn from further consideration pursuant to 37 CFR 1 .142(b), 
as being drawn to a nonelected invention, there being no allowable generic or linking 
claim. 

■ The requirement is still deemed proper and is therefore made FINAL. 

• The examiner has considered the IDS filed 04/26/2004, 02/09/2005 and 09/08/2006. 

Drawings 

Drawings are objected to for the following reasons: 

The drawing sheet with Fig- 8-9 is missing. Applicants alleging the submission of the 
missing drawings on April 8, 2004 in the response filed 01/13/2005 is noted. However, in 
response to missing drawings, applicants did not submit the replacement drawings. Applicants 
are requested to submit the missing drawings to complete the specification requirements. 
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Claim Rejections - 35 USC § 102 
Claim Rejections - 35 USC § 103 

• The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

• The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 


The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

1. Claims 1, 37-38, 40-41, 44-46, 50-51, 53-54, 56-57, 62-63, 65 and 85-87 are rejected under 
35 U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 
over Sawides et al (WO 02-095084 as evidenced by US 2004/0168636). 

Sawides teaches a method of depositing a buffer layer or film onto a surface of a 
substrate. The method includes providing the substrate in a controlled atmosphere and exposing 
the substrate to a vapor comprising a film forming species. While the substrate is exposed to the 
vapor, two or more ion beams are provided incident upon the surface of the substrate to assist 
formation of the film. The respective axes of incidence of the two or more ion beams are distinct 
and are selected and controlled in order to maintain the arrival rate ratio, maximize the 
deposition rate, and maximize the biaxial alignment of the layer so formed (Abstract; Fig-la-lc; 
2b). The spool to spool arrangement of the tape shows the traveling of the tape (72) along the 
axial direction (Fig 6). The sputtering ion guns provide the ions for deposition (70) as a film over 
a substrate. Ion guns (71) assist the deposition of the material and biaxial texturing of the layer 
with higher degree of biaxial alignment (Fig-6; P-0021). The first and second ion beams were 
symmetrically disposed at the normal of the surface at an incident angle of 50-60 degrees from 
the normal of the surface (P-0023). The ion beams were disposed at an angle of 55 degrees to the 
normal of the surface of the substrate (P-0026). The ions comprised of Ar, Kr or Xe containing 
small amount of Oxygen (P-0024-27). The FWHM of the article was not more than 20 degrees. 
The biaxially textured film thickness ranged from 200 nm to 500 nm or thicker with dense film 
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minimizing out-of-plane alignment (P-0037). The deposition rates were at least four times that of 
IBAD with single ion beam gun (P-0061 and 67). A superconductor was deposited epitaxially 
over the buffer layer (P-0027). Sawides further teaches forming buffer layer comprising several 
biaxial films of different compositions <inter layer>, a superconductor layer and a capping layer 
(P-0058). The deposition species were provided by physical vapor sources such as laser ablation, 
sputtering, and e-beam evaporation (P-0064; 0030; 0057-0067; Examples). The YSZ(1 1 1) and 
Ce02(l 1 1) layers were deposited over the substrates (Ex 1 and 2). The superconducting article 
included YBCO/YSZ/hastealloy (0078, Ex-10; Fig- 17). The buffer layers further included 
CeO2/YSZ(001) (Fig-12A). The energy of the ion beam ranged from 100-500 ev (0008, 
examples). The nanometer sized grain sizes are anticipated over nanometer thick films. This 
meets the limitation of a deposit flux at an oblique incident angle being bombarded 
simultaneously with a ion beam forming a BITD and the deposition flux being parallel to the 
direction of biaxially- textured film. All the limitations of the instant claims are met. 
The reference is anticipatory. 

In the alternative that the disclosure by Sawides et al be insufficient to anticipate the 
instant claims, the instant claimed method steps nonetheless would have been obvious to a 
person of ordinary skilled in the art over the disclosure because the reference teaches each of the 
claimed ingredients within the structure and a method of making it, and it has the same common 
utility as superconductor tapes. The burden is upon the applicant to prove otherwise. In re 
Fitzgerald, 619 F.2d 67, 205 USPQ594 (CCPA 1980). 
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2. Claims 2-36, 39, 42-43, 47-49, 52, 55, 58-61, and 64 are rejected under 35 U.S.C. 103(a) as 
obvious over Sawides et al (WO 02-095084 as evidenced by US 2004/0168636). 

The claims 39, 52, 64, and 83 recite the limitation of "preferably" which is a 
preferred/optional limitation, and the prior art will be applied to the broadest range, because 
claim scope is not limited by claim language that suggests or makes optional but does not require 
steps to be performed, or by claim language that does not limit a claim to a particular structure 
[MPEP 21 11.04 [R-3]]. 

Further, the examiner makes of record that instant claims 40, 53, 65 and 84 recites a 
broad range of components followed by a series of narrow ranges. For examination purposes, 
the examiner asserts that the narrow ranges recited in instant claims 40, 53, 65 and 84 are 
merely exemplary ranges, and thus, the prior art will be applied against the broadest ranges 
recited in instant claims 40, 53, 65 and 84. Furthermore, the examiner suggests that applicant 
should delete the narrow ranges from instant claims 40, 53, 65 and 84, and add new dependent 
claims that recite the narrow ranges recited in instant claims 40, 53, 65 and 84. 

The disclosure on the method of making the biaxially textured film and the 
superconductor article as set forth in rejection- 1 is herein incorporated. 

The prior art fails to teach the incident angle per claims 2 and 55; or the ranges of angles 
between the ion incident angle and the film normal per claims 3-4, 12-13, 19-21, 28-31, 42-43, 
58-59 or the deposition rate per claims 5-6, 32-33, 47-48; ion energy per claims 7, 34-35, 49, 60- 
61; or the film thickness per claims 14, 32-33, 36; or ion to atom arrival ratio per claims 22-23, ; 
or mismatch per claims 39, 52 and 64. 
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However, Sawides teaches variants of the IB AD (0008) and attaining highest deposition 
rate with high degree of biaxial alignment (Abstract), and it has been well settled these are result 
effective variables that can be varied in DIBAD process controlling the deposition rate that can 
be optimized by a person of ordinary skilled in the art. See also In re Boesch, 617 F.2d 272, 205 
USPQ 215 (CCPA 1980) (prior art suggested proportional balancing to achieve desired results in 
the formation of an alloy). 

Further prior art values for angles for the ion incidence and the film normal (55 degrees) 
(0026); ion energy of 100-500ev (0008), film thickness of 500 nm or greater (0037), and ion to 
atom arrival ratio of 0.05 (Ex-1, 0068) either lie inside or overlap with the instant claimed ranges 
for these values, and In the case where the claimed ranges "overlap or lie inside ranges disclosed 
by the prior art" a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 
USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 
1990). .Further surfaces biaxially textured by ions with (1 1 1), (001) or (1 10) planes oriented 
perpendicular to specific crystalline directions was well known at the time of the disclosure of 
the invention by the applicants (See Reade et al, US 6,809,066; Cl-10, Ln 33-38), and it would 
have been obvious to form biaxial film in 1 10 crystal direction per the claim-25. 

3. Claims 66-84 and 88 are rejected under 35 U.S.C. 103(a) as obvious over Sawides et al (WO 
02-095084 as evidenced by US 2004/0168636) in view of Reade et al (US 6,821,338). 
The disclosure on the method of making the biaxially textured film and the 
superconductor article as set forth in rejections 1 and 2 is herein incorporated. 
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The prior art fails to teach the biaxially textured films of non-cubic layer-structured 
material as a buffer layer. 

In the analogous art Reade et al teach biaxially oriented layer formed by oblique particle 
beam comprising MgO, Ru02, Ce02 and YSZ (Abstract, Cl-6, Ln 1 1-30) and forming a 
superconductor article. 

It would have been obvious to a person of ordinary skilled in the art to substitute the YSZ 
or Ce02 or MgO layer in the structure of Sawides with Ru02 of Reade et al as functional 
equivalent with predictable result and reasonable expectation of success because Reade teaches 
them to be equivalents and the teachings are in the analogous art of superconductor tapes. With 
regard to characteristics in claims 66-67, the prior art composition and components processed 
therein are similar to that claimed by the applicants and they are expected to possess similar 
characteristics. 

With regard to variables taught in the claims, Sawides teaches variants of the IBAD 
(0008) and attaining highest deposition rate with high degree of biaxial alignment (Abstract), and 
it has been well settled these are result effective variables that can be varied in DIB AD process 
controlling the deposition rate that can be optimized by a person of ordinary skilled in the art. 
See also In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980) (prior art suggested 
proportional balancing to achieve desired results in the formation of an alloy). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KALLAMBELLA VIJAYAKUMAR whose telephone number is 
(571)272-1324. The examiner can normally be reached on M-F 07-3.30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 5712721358. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


/KMV/ 

October 25,2008. 

/Stuart Hendrickson/ 

Primary Examiner, Art Unit 1793 


